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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 , 4, and 7-1 7 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Momose et al. (EP 0412021). 

3. Applicants claim a heat-accumulative material that is a polymer or oligomer 
having a polyether main chain and a side chain. The side chains are capable of being 
crystallized. 

a. Regarding claim 4, the above material has a melting point of -10°C to 100°C and 
a latent heat of at least 30 J/g. The material has a weight-average molecular 
weight of 1 ,000 to 2,000,000. 

b. Regarding claims 7-17, applicants also claim a heat-accumulative composition 
comprising the above material and a synthetic resin chosen from a group. 
Additionally, applicants claim different structures such as laminates, fibers, and 
mold articles made of the heat-accumulative material and the synthetic resin. 

4. Momose et al. disclose a latent thermal energy storage material. The material 
comprises of a paraffin and a hydrocarbon organic high polymer. Examiner would like 
to note that paraffin is a group of alkane hydrocarbons. 
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a. The paraffin serves as a storage material that has a latent heat of 30 kcal/kg, 
which when converted is an amount greater than applicants' minimum (p. 3, 
lines 2+). Prior art discloses the preferred paraffin as polyethylene glycol, stearic 
acid, and other fatty acids (p. 3, lines 52+). 

b. The paraffin is combined with hydrocarbon organic high polymers such as 
polyethylene, thermoplastic elastomers, and hydrocarbon rubbers. Examiner 
would like to note that the group as claimed by applicants would be 
encompassed the hydrocarbons as listed by the prior art. Prior art discloses a 
Tmax temperature at which a crystal transition occurs. Therefore, it is known 
that the paraffin wax is crystalline and would have an ordered structure with 
straight chains. Additionally, prior art discloses some applications that the 
storage material can be used for such as films, fibers, and molding processes (p. 
3, lines 39+). Although the molecular weight of polyether material is not 
established, prior art discloses a transition temperature that is from room 
temperature to 100°C. It is known in the art that transition temperature is directly 
related to the molecular weight of the polymer. Therefore, the molecular weight 
and temperature as specified by the applicants would inherently fall within the 
range as disclosed by the prior art. 

5. The phrases "energy-saving part", "building material", etc. are considered to be 
statements of intended use. The intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
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capable of performing the intended use, then it meets the claim. See In re Casey, 152 
USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). Because 
the latent thermal energy storage material of Momose et al. is not structurally different 
from the heat-accumulative material as claimed by Applicants, the heat-accumulative 
material as claimed does not provide patentable distinction over the prior art of record. 

6. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Tagoshi 
et al. (US 5,395,895). 

7. Applicants claim a heat-accumulative material that has a polyether main chain 
and a side chain capable of crystallization. The main chain unit is a polyglycerol base 
or polyalkylene glycol base where each of the above has hydrocarbon groups attached 
to it. The hydrocarbon group is a straight-chain alkyl group. 

8. Tagoshi et al. disclose a resin composition wherein an ethylenic copolymer is 
combined with a polyhydric alcohol, specifically a lauric acid monoester of 
decaglycerine (Examples 23 and 30). The lauric acid monoester of decaglycerine 
provides the molded article favorable heat stability properties. Examiner regards the 
favorable heat stability properties as being inclusive to the heat-accumulative properties 
as claimed by applicants. It is known in the art that straight chain hydrocarbon chains 
are crystallizable materials. Therefore, since the chains are straight alkyl hydrocarbons, 
it would be inherent that the lauric acid monoester would crystallize. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Momose et al. (EP 0412021) in view of Tagoshi et al. (US 5,395,895). 

1 1 . Applicants claim the heat-accumulative material has a difference between the 
melting point and the solidifying point is at most of 15°C and has a 5 wt% loss 
temperature in the air measured by a TG-DTA. 

12. Momose et al. disclose the above and the standard that was used to determine 
the transition temperatures. The standard can use a differential thermal analysis 
analyzer. Additionally, prior art discloses that the composition will melt at a temperature 
called Tmax and will solidify at a temperature lower than Tmax (p. 3, lines 40+). 
Therefore, it would be obvious to one skilled in the art that the paraffin will be solid prior 
to the melting point. It is known in the art that crystallization depends on the rate of 
cooling and the order of polymer chains. 

13. Tagoshi et al. teaches a lauric acid monoester of a decaglycerine used in a resin 
composition for molding along with the above prior art disclosures. Therefore, it would 
have been obvious to one skilled in the art that at that specific temperature, there would 
be a 5 wt% loss of material during a differential thermal analysis (DTA). 
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Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Anderson et al. (US 4,487,856). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Prashant J. Khatri whose telephone number is (571) 
270-3470. The examiner can normally be reached on M-F 7:30 A.M.-5:00 P.M. (First 
Friday Off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, D. Lawrence Tarazano can be reached on (571) 272-1515. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



D. LAWRENCE 




Prashant J. Khatri 

Examiner 

Art Unit 41 74 



